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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re U.S. Patent Application of 
Akseli Anttila, et al. 

Application No. 10/066,631 

Filed: February 4, 2002 

For; Tune Alerts For Remotely 
Adjusting A Tuner 



RECEIVED 

Confirmation No. 4427 CENTRAL FAX CENTER 

Group Art Unit: 2611 f£B 0 7 2006 

Examiner: Kieu Oanh T. Bui 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Box AF 

Commissioner for Patents 
P.O.Box 1450 

Alexandria, VA 22313-14501 
Sir: 

Applicants respectfully request review of the final rejection in the above-identified 
application. No amendments are being filed with this request. This request is bsing filed with a 
Notice of Appeal, The review is requested for the reasons stated in the below remarks. If any 
fees are required or if an overpayment is made, the Commissioner is authorized to debit or credit 
our Deposit Account No. 19-0733, accordingly. 



Remarks 

Having received and reviewed the final Office Action dated November 28, 2005, Applicants 
respectfully submit that the standing rejections are based on one or more clear enors, and tkit the 
appeal process can be avoided through a pre-appeal brief review as set forth in the Official Giizette 
notice of July 12, 2005. 

The specific errors relied upon in this Pre-Appeal Brief Request for Review include the 
following: 

♦ The pending 35 U.S.C. §102 rejection fails to address all the claim limitations, and 

♦ The pending 35 U,S.C §102 exhibits clear factual error with respect to interpretation 
of the Laitinen et al. (U.S. Patent No. 6,778,834), hereinafter "Laitinen". 

A. The Examiner Has Not Addressed All Claim Limitations 

l 
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First, the Office Action dated November 28, 2005 alleges the limitations "the first 

wireless mobile device comprising a first media player**, "the second media player comprising a 

second media player", and/or "the mobile wireless device comprising a media player* 1 are in the 

preamble of claims 1,8, 16, 20 - 22 and 31. 1 (Final Office Action dated November 28, 2005; 

page 9). This statement, together with the remaining responses to the Appliaints' arguments, 

demonstrate the limitations are not being properly considered within the scope of the claims. For 

example, the Examiner continues to state: 

In fact, claims 1-32 would have been rejected under 35 U.S.C, second paragraph, 
as failing to set forth the subject matter which the applicants) regard as their 
invention. The simple reason is because Figs. 1 and 4 - 6 of the present application 
straightly presenting [sic] a media player or a mobile device as one ernity, not as 
separate devices. So the claimed languages [sic] as stated [sic] simply inisleading 
and incorrect claiming for the present application. 

(Id.) As explained below, the Applicants submit the limitations are within the scope of the claims 

and there is no valid rejection under 35 U.S.C. §1 12, 2 nd paragraph. 

The Applicants respectfully disagree with any assertion that the claim language is in the 
preamble, are therefore presumably not considered a limitation because 1) the Examiner has 
already acknowledged the language is a limitation that was considered when determining the 
scope of the claims; and 2) precedent from the Federal Circuit clearly indicates the cited text is a 
limitation within the scope of the claim, 

First, in the Advisory Action dated August 27, 2004, the Examiner expressly admils the 
language is considered a limitation of the claim. In denying the Applicant's request to enter the 
language as it is now presented in an After-Final Amendment, the Examiner stated: 

The amendment to the claims changes the scope of the claim and introduces limitations that have 
not previously consider [sic]. For example,... "an alert message from a first mobile wireless 
device to a second mobile wireless device, the first mobile wireless device comprising a first 
media player and die second mobile wireless device comprising a second media player" as 

defined in claim 1 have [sic] not been previously consider [sic]. 
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(Advisory Action dated August 27, 2004; Page 2; emphasis added). It is uncleiir how the same 
language can be said to change the scope of the claim and introduce limitations into the clam can 
now not be considered a limitation. 

Secondly, the Federal Circuit has ruled that "[i]f the claim preamble, when read in the 
context of the entire claim, recites limitations of the claim, or, if the claim preamble is 'necessary 
to give life, meaning, and vitality 1 to the claim, then the claim preamble should be construed as if 
in the balance of the claim." Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 J\3d 1298, 1305 
(Fed. Cir. 1999); Kropa v. Robie, 187 F.2d 150, 152 (CCPA 1951) (A preamble reciting "An 
abrasive article" was deemed essential to point out the invention defined by claims to an article 
comprising abrasive grains and a hardened binder and the process of making it The court stated 
"it is only by that phrase that it can be known that the subject matter defined by the claims is 
comprised as an abrasive article. Every union of substances capable inter alia of use as abrasive 
grains and a binder is not an 'abrasive article. m Therefore, the preamble served to further define 
the structure of the article produced.). 

In this case, element (a) of exemplary claim 1 recites "presenting broadcast content to a 

first user of the first media player;" (emphasis added). The first media player was preceded by 
f>» fixauuacr s ^umuicui rc russuoie u*s».c« iji^, second paragrapn xtejeciiun 

The Office Action also asserts that treating the above language as a limitation would 
create a 35 TJ.S.C. 112, second paragraph rejection as the claim language is allegedly "simply 
misleading and incorrect claiming for the present application" because "Figs. 1 Jind 4 - 6 of the 
present application straightly presenting [sic] a media player or a mobile device a* one entity, not 
as separate devices." As recited in exemplary claim 1, "the first mobile wireless device 
comprises] a first media player and the second mobile wireless device compiis[es] a second 
media player". The Applicants interpret this as a first mobile wireless device having a first 
media player and a second mobile wireless device having a second media player Therefore, it 
is not entirely true that the rejected claims present "a media player or a mobile device as one 

3 
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entity, not as separate devices." In fact, each of the mobile devices have a distinct and separate 
media player. The Applicants point this out because the only mobile wireless device disclosed in 
Latinen is the user terminal 510 or its equivalent (i.e., 100). Nonetheless, the Aj^plicants submit 
the claims particularly point out and distinctly claim the subject matter which the Applicant 
regard as their invention. 

C The Merits of the Rejection 

The Office Actions dated November 28, 2005 and June 29, 2005 allege Laitinen discloses 
a method of transmitting an alert message from a first mobile wireless device to a second mobilg 
wireless device . The Actions further allege Figure 5 and the corresponding disclosure set forth 
in Col 5, lines 57-65 teach transmitting an alert message from a first mobile wireless device 
comprising a first media player to a second mobile wireless device comprising a second media 
player. First, the Office Action alleges element 512 shows mobile devices. The Applicants note 
that element 512 refers to a dedicated button. The Applicants assume the Examiner is referring 
to the DVB receivers represented by element 510 and request clarification if tliis is erroneous. 
Figure 5 and the corresponding written description, however, show a content updating server 502 
updating a DVB gateway 504 with content which forwards the content to a DVB base station 
506. The only mobile wireless devices disclosed in the cited text is the user terminals 510, 

Indeed, neither the content updating server, DVB gateway, or base siation appear to 
provide a mobile device, nor do they have a comprise a first media player, nevermind the 
functionality to generate at the first media player the alert message formatted to reconfigure the 
second media player to provide the broadcast content to a second user of the second media 
player. Rather, the disclosed system is only capable of transmitting content to one or more user 
terminals. If the Office Action is alleging that the multiple user terminals 510 may serve as the 
first and second mobile wireless devices, the Applicants request clarification where Laitinen 
teaches generating at the first media player the alert message formatted to reconfigure the second 
media player to provide the broadcast content to a second user of the second media player. 

While the specification does mention the possibility of a plurality of mobile devices 510, 
to receive the transmissions from the DVB station, there is no disclosure, teaching, or suggestion 
of transmitting an alert message between the mobile devices as claimed by the rejected claims. 
As readily seen, Laitinen does not disclose or suggest a method or a system capable of 
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transmitting a tune alert message (whether digital or analog) from a first media player to a 
xhvuiac ucviuc wuiprismg a sewnu meuia piayer. *ne /tppucancs mereiore respecnuuy request 
reversal of the rejection in regards to claims 1, 32, and those directly or indirectly depending 
from them. Moreover, for at least the above reasons, claims 16 and 20, and 32 (and their 
dependent claims) are distinguishable over the cited art as Laitinen does not sho\* each and every 
claimed element of the recited claims. Specifically, the Office Action states claims 20, 29. and 
32 "are rejected for the reason given in the scope of claims 1, 8 and 16." (O.A dated June 29, 
2005, page 7). Claims 1 and 16 have been discussed above, and the rejections addressing claim 8 
are adequately discussed in the Response dated September 27, 2005. 

While Applicants believe the above points represent the clearest errors made by the Office, 
Applicants reserve the right to appeal on other bases and errors. In addition, Applicants believe the 
rejections of other claims not identified above are also based on one or mora Office errors. 
Applicants will address such issues on appeal should the appeal of this case proceed after the 
Office's consideration of this paper. 



All issues having been addressed, Applicants respectfully submit that the instant 
application is in condition for allowance, and respectfully solicit prompt notification of the same, 
However, if for any reason the review panel believes the application is not in condition for 
allowance or there are any questions, the review panel is invited to contact the undersigned at 
(312)463-5434. 



CONCLUSION 



Respectfully submitted, 



BANNER & WITCOFF, LTD, 



Dated this 7 th 



day of February, 2006 




Shawn P. Gorman, Registration No. 56,1 97 
Banner & Witcoff, Ltd. 
10 S.Wacker Drive 
Suite 3000 

Chicago,- IL 60606-7407 
Telephone: 312-463-5000 
Facsimile: 312-463-5001 
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